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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment dated 1/29/2004 has been made of record. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-12 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except tiiat an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by Edwards et al. 

"(US"5;87376'59X " ~ 

Regarding claim 1, Edwards et al. discloses a printer, which is connected to a computer 
via a network, comprising: 

transfer means (fig. 3, #32, column 6, lines 1-54) for exchanging information with said 
computer via said network; 
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storage means (fig. 2, #19)for storing a document file to be printed that is received fi-om 
said computer via said transfer means; 

configuration file generation means (fig. 3, #36) for employing print setup information in 
said document file, which is received from said computer via said transfer means, to generate a 
configuration file concerning a print setup for said document file; 

print setup reference means (fig. 3, #36) for employing said configuration file to generate 
a menu indicating contents of said print setup, and for transmitting said menu via said transfer 
means to said computer; and 

printing means (fig. 1, #13, column 6, lines 1-9) for printing said document file that is 
stored in said storage means in accordance with said configuration file, 

Regardin2 claim 2, Edwards et al. discloses a printer, which is connected to a computer 
via a network that further comprises setup change means (column 6, lines 45-60), for, when said 
computer operates said menu via said transfer means, updating contents of said configuration file 
in accordance with the operation. 

Regarding claim 3, Edwards et al. discloses a printer, which is connected to a 
computer via a network wherein said menu (fig. 5, column 15, lines 19-65, column 16, lines 1- 
10) includes upper directories that are generated for individual entries in said print setup, and 
lower directories that are generated for individual setup values, one of which is included in each 
of said entries, and wherein said menu is formed by correlating visual display elements 
corresponding to said document file with said lower directories. 

Regarding claim 4. Edwards et al discloses a printer, which is connected to a 
computer via a network comprising steps of: 
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receiving, from said computer via said network, (fig. 3, #32, column 6, lines 1-54) a 
document file to be printed and print setup information for said document file; 
storing (fig. 2, #19) said document file in said printer; 

employing said print setup information to generate, in said printer, a configuration file 
concerning a print setup for said document file and employing said configuration file to generate, 
in said printer, a menu that listing contents of said print setup, and transmitting said menu to said 
computer (column 15, lines 19-67, and column 16, lines 1-10); and 

printing said document file in accordance with said configuration file (fig. 1, #13, column 
6, lines 1-9). 

Regarding claim 5 , Edwards et al. discloses a computer-readable recording medium on 
which a control program is stored for a printer that is connected to a computer via a network, 
said program permitting said printer to perform: 

a transfer function (column 6, lines 1-54) for exchanging information with said computer 
via said network; 

a storage function (fig. 2, #19, column 5, lines 24-37) for storing to a storage device, 
a document file to be printed that is received from said computer (column 5, lines 49-67); 
a configuration file generation function, for employing print setup information in said 
Tlocumenffile, wHicITis receivedlrom sai3 computer, to generate a configuration file concerning 
a print setup for said document file and a print setup reference function, for employing said 
configuration file to generate a menu indicating contents of said print setup, and for transmitting 
said menu to said computer (column 15, lines 19-67, and column 16, lines 1-10); 
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and a printing function for printing said document file that is stored in said storage device 
in accordance with said configuration file (fig. 1, #13, column 6, lines 1-9). 
Regarding claim 6 . the claim is analogous to claim 2. 
Regarding claim 7 , the claim is analogous to claim 3. 

Regarding claim 8, Edwards et al. discloses a network printing system comprising: 
a host computer (fig. 1, #12 & #14)for generating and transmitting print data; and 
a printer (fig. 1, #13) that is connected via a network to said host computer, said host 
computer comprising: 

user interface means (column 8, lines 17-37) for providing information for a user and for 
accepting instructions from said user; 

print data generation means (column 6, lines 61-67 and column 7, lines 1-12) for 
converting, into print data, a file that is designated via said user interface means; and 

communication means (fig. 3, #34) for communicating with said printer; and 

said printer comprising: transfer means (#32) for exchanging information with said host 
computer via said network; 

storage means (#19) for storing said print data received from said host computer via said 
transfer means; 

configuration file generation means (fig. 3, #36) for employing print setup information 
for said print data, which are received from said host computer via said transfer means, to 
generate a configuration file concerning a print setup for said print data; 
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print setup reference means (fig. 3, #36) for employing said configuration file to generate 
a menu listing the contents of said print setup, and for transmitting said menu via said transfer 
means to said user interface means; and 

print means (fig. 1, #13, column 6, lines 1-9) for printing, in accordance with said 
configuration file, said print data stored in said storage means. 

Regarding claim 9, the claim is analogous to claim 2. 

Regarding claim 10, Edwards et al. discloses a network printing system (column 7, lines 
63 and column 8, lines 1-16) wherein, when said host computer moves said print data included in 
said menu to a different printer via said user interface means, the first printer to receive said print 
data transmits to said different printer said print data stored in said storage means. 

Regarding claim 11 , the claim is analogous to claim 3, 

Regarding claim 12 , Edwards et al. discloses a network printing system comprising: 
a computer having a file transfer protocol client for transmitting a document file to be 
printed in accordance with a file transfer protocol; and a printer being connected to said 
computer via a network and having a file transfer protocol file server, said file transfer protocol 
file server comprising: storage means for storing said document file that is received; Edwards 
discloses in column 6, lines 1-44, that the computer and printer transmit and communicate 
utilizing NPAP (Network Printing Alliance Protocol) which allows the computers and printers to 
communicate in either parallel, serial or bi-directionally. The printer allows for common file 
system #40, and manipulation of all files through host computers and by definition of a server 
and utilization of NPAP printer #13 is a print server. 
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configuration file generation means (fig. 3, #36) for employing print setup information in 
said document file and an initial value that is set in advance to generate a configuration file 
concerning a print setup for said document file; 

print setup reference means (fig. 3, #36) for employing said configuration file to generate 
a menu that lists the contents of said print setup, and for transmitting said menu to said computer; 
and setup change means for, when said menu is operated by said computer, updating the contents 
of said configuration file in accordance with an operation, wherein said document file stored in 
said storage means is printed in accordance with said configuration file. 

Regarding claim 13, Edwards et al. discloses a printer, which is connected to a computer 
via a network, comprising: 

a file transfer unit (fig. 3, #32, column 6, lines 1-54) that exchanges information with said 
computer via said network; 

storage unit (fig. 2, #19) that stores a document file to be printed that is received from 
said computer via said transfer means; 

configuration file generator (fig. 3, #36) that employs print setup information in said 
document file, which is received from said computer via said transfer means, to generate a 
configuration file concerning a print setup for said document file; 

print setup reference unit (fig. 3, #36) that employs said configuration file to generate a 
menu indicating contents of said print setup, and for transmitting said menu via said transfer 
means to said computer; and 

printing unit (fig. 1, #13, column 6, lines 1-9) that prints said document file that is 
stored in said storage means in accordance with said configuration file. 
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Regarding claim 14 , Edwards et al. discloses a network printing system comprising: 
a host computer (fig, 1, #12 & #14) for generating and transmitting print data; and 
a printer (fig. 1, #13) that is connected via a network to said host computer, said host 

computer comprising: 

a user interface (column 8, lines 17-37) that provides information to a user and for 

accepting instructions from said user; a print data generator that converts, into print data, a file 

that is designated via said user interface; and 

a communication unit (fig. 3, #34) that communicates with said printer; and said printer 

comprising: 

a file transfer unit (fig. 3, #32, column 6, lines 1-54) that exchanges information with said 
host computer via said network; 

a storage unit (#19) that stores said print data received from said host computer via said 
file transfer unit; 

a configuration file generator (fig. 3, #36) that employs print setup information for said 
print data, which are received from said host computer via said file transfer unit, to generate a 
configuration file concerning a print setup for said print data; 

a print setup reference unit (fig, 3, #36) that employs said configuration file to generate a 
menu listing the contents of said print setup, and for transmitting said menu via said file transfer 
unit to said user interface; and 

a printing unit (fig, 1, #13, column 6, 1-9) that prints, in accordance with said 
configuration file, said print data stored in said storage unit. 

Regarding claimlS . Edwards et al. discloses a network printing system comprising: 
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a computer having a file transfer protocol client for transmitting a document file to be 
printed in accordance with a file transfer protocol; and a printer being connected to said 
computer via a network and having a file transfer protocol file server; Edwards discloses in 
column 6, lines 1-44, that the computer and printer transmit and communicate utilizing NPAP 
(Network Printing Alliance Protocol) which allows the computers and printers to communicate 
in either parallel, serial or bi-directionally. The printer allows for common file system #40, and 
manipulation of all files through host computers and by definition of a server and utilization of 
NPAP printer #13 is a print server. 

said file transfer protocol file server comprising: 

a storage unit (#19) that stores said document file that is received; 

a configuration file generator (fig. 3, #36) that employs print setup information in said 
document file and an initial value that is set in advance to generate a configuration file 
concerning a print setup for said document file; 

a print setup reference unit (fig. 3, #36) that employs said configuration file to generate a 
menu that lists the contents of said print setup, and for transmitting said menu to said computer; 
and 

a setup change unit that, when said menu is operated by said computer, updates the 
contents of said configuration file in accordance with an operation, wherein said document file 
stored in said storage unit is printed in accordance with said configuration file as disclosed by 
Edwards in column 15, lines 19-65, column 16, lines 1-10, 

Re2ardine claim 16, Edwards et al. discloses a printer, which is connected to a 
computer via a network, comprising: 
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a file transfer unit (fig. 3, #32, column 6, lines 1-54) that exchanges information with said 
computer via said network; 

a storage unit (fig. 2, #19) that stores a document file to be printed that is received from 
said computer via said file transfer unit; and 

a controller #36, wherein said controller employs print setup information in a document 
file, which is received from said computer via said file transfer unit, to generate a configuration 
file concerning a print setup for said document file; 

wherein said controller employs said configuration file to generate a menu indicating 
contents of said print setup information, and transmits said menu via said file transfer unit to said 
computer, and wherein said controller controls printing of said document file, that is stored in 
said storage unit, in accordance with said configuration file (column 6, lines 1-54). 

Regarding claim 17 , Edwards et al. discloses a network printing system comprising: 

a host computer (fig. 1, #12 & #14) for generating and transmitting print data; and 

a printer (fig. 1, #13) that is connected via a network to said host computer, said host 
computer comprising: 

a user interface (column 8, lines 17-37) that provides information to a user and for 
accepting instructions from said user; a print data generator that converts, into print data, a file 
that is designated via said user interface; and 

a communication unit (fig. 3, #34) that communicates with said printer; and said printer 
comprising: 

a file transfer unit (fig. 3, #32, column 6, lines 1-54) that exchanges information with said 
host computer via said network; 
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a storage unit (#19) that stores said print data received from said host computer via said 
file transfer unit; and 

a controller #36, wherein said controller employs print setup information in a document 
file, which is received from said computer via said file transfer unit, to generate a configuration 
file concerning a print setup for said document file; 

wherein said controller employs said configuration file to generate a menu indicating 
contents of said print setup information, and transmits said menu via said file transfer unit to said 
computer, and wherein said controller controls printing of said document file, that is stored in 
said storage unit, in accordance with said configuration file (column 6, lines 1-54). 

Regarding claim 18, Edwards et al. discloses a network printing system comprising: 

a computer having a file transfer protocol client for transmitting a document file to be 
printed in accordance with a file transfer protocol; and a printer being connected to said 
computer via a network and having a file transfer protocol file server, said file transfer protocol; 

Edwards discloses in column 6, lines 1-44, that the computer and printer transmit and 
communicate utilizing NPAP (Network Printing Alliance Protocol), which allows the computers 
and printers to communicate in either parallel, serial or bi-directionally. The printer allows for 
common file system #40, and manipulation of all files through host computers and by definition 
of a server and utilization of NPAP printer #13 is a print server, 
said file server comprising: 

a storage unit (#19) that stores said document file that is received; and 
a controller (#36, column 6, lines 10-59), wherein said controller employs print setup 
information in said document file and an initial value that is set in advance, to generate a 
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configuration file concerning a print setup for said document file; although, Edwards does not 
explicitly detail that an initial value is set in advance, it well known in the art that when a file is 
sent to a printer the file information is setup by default and that value is sent when a print file is 
sent to the printer, therefore, it would be inherent that Edwards system include this capability. 

wherein said controller employs said configuration file to generate a menu that lists the 
contents of said print setup, and transmits said menu to said computer; wherein said controller 
updates the contents of said configuration file in accordance with an operation when said menu is 
operated by said computer, and wherein said document file stored in said storage unit is printed 
in accordance with said configuration file as can be seen in column 15, lines 19-65, column 16, 
lines 1-10. 

Conclusion 

5. The prior art made of record and not rehed upon is considered pertinent to apphcanfs 
disclosure. 

Leiman et al. (US 6,469,796) a method for open system printing including routing print 
jobs automatically form different types of source computers to different types of printers without 
the source computers selecting printers for each job. 

Kayeyama et al. (US 6,567,180) discloses a printing method for use with a print system 
including a computer and a printer connected to the computer either directly or by way of a 
network. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L Jones whose telephone number is (703) 305-4675. The 
examiner can normally be reached on Monday - Friday (7:00am - 3:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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